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REMARKS/ARGUMENTS 

1. Claims 1-20 are pending in this application. Claims 21-26 have been withdrawn from 
consideration. No new matter has been added. 

Regarding the Claim Rejections under 35 l/.S.C. 102(b) 

2. Applicant acknowledges the quotation of the appropriate paragraph of 35 U.S. C. 1 02 that 
forms the basis for the rejections under this section made in the office action. 

3. Claims 1,4-8, 11, 12, 16 -20 were rejected under 35 U.S.C. 102(b) as being anticipated 
byReddy(U.S. Pat. No. 5,168,881). Applicant respectfully disagrees with this anticipation rejection 
in light of the arguments presented below. 

Regarding currently amended Claims 1 and 16, and previously presented Claims 17 and 18, 
Reddy discloses a f/7/n-walled condom, which is intended to be flexible (Reddy Col. 2, lines 36, 37) 
(emphasis added). Reddy's thin-walled condom is not meant to retain its shape, but rather is 
unrolled and extended into a body cavity by penetration of an erect penis. (Reddy Col. 3, lines 10 - 
45). The Applicant's invention, on the other hand, is a tf?/c/c-walled condom, which is intended to be 
semi-rigid and retain its shape before, during, and after use. Reddy's thin-walled condom is flexible 
enough to be unrolled by an erect penis, while Applicant's thick-walled condom retains its shape and 
can be inserted into a sexual orifice without the need for an erect penis. 

Additionally, the Reddy condom requires an erect penis (or some other device) to unroll the 
condom. Even though the Reddy condom does not have to be rolled out over the male sex organ to 
be fastened to the user, an erect penis (or some other device) is required to telescope the condom 
into the passive partner's sexual orifice (Reddy Col. 3, 21 - 27). Until an erect penis (or some other 
device) telescopes the condom, it remains outside of the passive sexual partner's orifice (Reddy 
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Col. 3,8- 32). Because Applicant's condom is thick-walled and semi-rigid, it can be placed into the 
orifice of a passive sexual partner without the need of an erect penis (or some other device). There 
is no telescoping or extension into the sexual orifice of the passive sexual partner with the 
Applicant's condom. 

While both Reddy and Applicant's condom may be considered "universal" and "unisex", there 
are significant differences in the functionality of each condom. Reddy's condom requires 
modification to the device depending on whether the device is secured to an active male partner, or 
a passive sexual partner. Applicant's condom, however, requires no modification when used by 
either an active or passive partner; the exact same condom can be used multiple times between 
multiple partners for multiple sexual uses without modification. 

Further, Reddy does not disclose the use of biocompatible materials. Reddy discloses the 
use of materials "such as natural rubber or synthetic rubber (e.g., silicone rubber)" and other plastics 
(Reddy Col. 9, 22 - 25). Reddy does not disclose USP class six thermoplastic elastomers. Reddy 
never discloses the use of biocompatible materials. Applicant uses "biocompatible material" to 
classify a subset of materials that have been approved by the FDA, which is not mentioned in 
Reddy. 

Regarding currently amended Claim 4, Reddy discloses a collar that has straps, where 
these straps keep the collar at the surface of the entrance to the vagina or anus (Reddy Fig. 5, 
Object 36). Applicant's amended Claim 4, however, discloses a collar that keeps the condom in 
place without the use of rings, straps, or other metal or hard plastic devices. 

Regarding currently amended Claim 5, Reddy discloses a thick-walled shield, not a thick- 
walled condom (Reddy Col. 9, 17 - 30). The walls of the tubular sheath of the Reddy condom are 
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thin, and are not used to facilitate insertion into the orifice. Applicant's condom, on the other hand, 
has a tubular sheath with thick walls, and these semi-rigid walls facilitate the insertion into the sexual 
orifice of the passive user. 

Regarding previously presented Claim 6, Reddy discloses a means of protection (Reddy 
Fig. 5, 35) and a means of securing the device (Reddy Fig. 5, 36). The means of protection is the 
thick-walled shield, designed to prevent transmission of disease (Reddy Col. 8, 35-40). The straps 
(Reddy Fig. 5, 36) are attached to the shield (Reddy Fig. 5, 35) and these straps are used to secure 
the device, not the shield. Applicant's condom has two different means of securing it to a user. The 
first mean is to secure it to the active male wearer. The second is a separate and distinct means of 
securing it withinthe orifice of the passive wearer during intercourse. 

Regarding previously presented Claim 7, Reddy discloses a shield that prevents the 
transmission of disease from one person to another (Reddy Col. 8, 35-40). Applicant's condom, 
however, not only helps to prevent the transmission of disease from one person to another, it also is 
a means for retaining and securing within the orifice of a passive wearer during intercourse. This 
dual purpose is not disclosed nor anticipated by Reddy. Again, a key component to the application 
under consideration is the fact that Resnic's condom is rigid enough to be inserted without first 
unrolling it over an erect penis; therefore since it will not be withdrawn from the orifice with the penis, 
there must be means of ensuring that it does not become lodged in the orifice. Rensic's shield 
provides just this function. 

Regarding currently amended Claim 8, Reddy discloses a shield that completely surrounds 
the scrotum to prevent the exchange of bodily fluids (Reddy Col. 4, 40 - 48, and Reddy Cols. 8 - 9). 
This shield that surrounds the scrotum is not used to secure the device to the active male wearer. 
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Applicant's condom, on the other hand, is merely a strap that encircles the scrotum, which is used 
solely for securing the device to the active male wearer. Additionally, Reddy does not disclose using 
materials from the group consisting of biocompatible polymers; it is Applicant that is making this 
disclosure. 

Regarding currently amended Claim 11, Reddy discloses a shield, discussed above, that 
completely surrounds the scrotum and is designed to prevent the exchange of bodily fluids (Reddy 
Col. 4, 40 - 48, and Reddy Cols. 8-9). Reddy does not disclose straps that enclose the scrotum of 
the active male wearer, nor does Reddy disclose a strap that is stretched around the testicles that 
inhibits blood flow away from the penis. Applicant discloses a strap that encircles the testicles, 
which, in turn, both secures the device to the active male wearer as well as constricts the flow of 
blood away from the penis and causes an erection to be substantially maintained for an extended 
period of time. 

Regarding previously presented Claim 1 2, Reddy discloses a condom that requires an erect 
penis, or some other device, to extend the condom into the passive sexual partner (Reddy Col. 8 - 
32). The Reddy condom can be positioned outside of the orifice without requiring insertion of an 
erect penis, hand, tool, or the like, but remains outside the orifice until an erect penis, hand, tool, or 
the like, telescopes the condom into the orifice. Reddy does not disclose a condom with a tubular 
sheath that has semi rigid walls, nor does Reddy disclose a condom that is shape retaining. 
Applicant's condom does have semi-rigid walls, and does retain its shape. It does not require an 
erect penis to attach it to the active male wearer, nor does is require an erect penis, hand, tool, or 
the like to insert it into the sexual orifice of a passive sexual partner. 

Regarding previously presented Claims 19 and 20, Reddy does not disclose a piloting 
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assembly that is made out of biocompatible materials, nor does Reddy disclose at any time the 
specific use of biocompatible materials anywhere in the Reddy patent. Additionally, Reddy discloses 
using a dipping process to create the device. However, biocompatible materials cannot be used in a 
dipping process to create the device because the silicone would degrade off of the mold, and the 
tensile strength would not be strong enough to withstand breakage. Therefore, Reddy did not 
disclose, nor even anticipate using biocompatible materials to create the desired device. 

Therefore, as Applicant believes that currently amended Claims 1 , 4, 5, 8, 1 1 , and 16, and 
previously presented Claims 6, 7, 12, and 17-20, disclose novel features or elements that are not 
disclosed in Reddy, Applicant believes that claims 1 , 4 - 8, 1 1 , 1 2, and 1 6 - 20 are not anticipated by 
Reddy and are now in condition for allowance. 

Regarding the Claim Rejections under 35 U.S.C. 103(a) 

4. Applicant acknowledges the quotation of the appropriate paragraph of 35 U.S.C. 103 that 
forms the basis for the rejections under this section made in the office action. 

5. Claims 3, 9, and 13 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
Reddy (U.S. Pat. No. 5,168,881) in view of Schwartz (U.S. Pat. No. 5,513,652). Applicant 
respectfully disagrees with the obviousness rejection of Claims 3, 9, and 13 in light of the arguments 
presented below. 

Regarding currently amended Claims 3 and 13, and previously presented Claim 9, Reddy 
does disclose a collar that extends outwardly as a contiguous shield, arid Schwartz does disclose a 
condom with a tapered, narrowed neck (Schwartz Fig. 4, 22). However, the design of the neck, and 
the purpose of that design is significantly different. The tapered neck in the Schwartz condom was 
designed to be less than the diameter of the erect penis so as to maintain an erection by impairing 
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the flow of blood away from the penis. The Applicant's condom, on the other hand, has a design 
where the diameter of the neck is not necessarily less than the diameter of an erect penis. The 
contour of the neck is designed to be more readily retained with muscle contraction by the passive 
user within a sexual orifice. The purpose of the tapered neck is different in the Schwartz and 
Applicant's condom, and each is designed with that different purpose in mind. Neither Reddy nor 
Schwartz disclose, teach, or suggest a design to be more readily retained with muscle contract by 
the passive user within a sexual orifice. 

Therefore, because Applicant believes that currently amended Claims 3 and 13, and 
previously presented Claim 9, contain features or elements that are not disclosed, taught, or 
suggested in either Reddy or Schwartz, and that are not solely for design purposes, but rather 
provide useful functionality in regards to the use of the apparatus, Applicant believes that claims 3, 
9, and 13 are not obvious in light of any of the cited references and is now in condition for 
allowance. 

6. Claims 10, 14, and 15 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
Reddy (U.S. Pat. No. 5,168,881) in view of Alia (U.S. Pat. No. 5,992,415). Applicant respectfully 
disagrees with the obviousness rejection of Claims 10, 14, and 15 in light of the arguments 
presented below. 

Regarding previously presented Claims 10 and 14, and currently amended Claim 15, 
Applicant does claim a reservoir that is located at the closed end of the condom which is capable of 
retaining fluid, but Applicant does not claim a reservoir that eases the installation and retention of 
the condom. Nor is Applicant's reservoir made of foam, but rather Applicant claims in claim 15 a 
reservoir that comprises a foam, or otherwise sponge-like absorbent, that is used to absorb bodily 
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fluids. 

While Reddy does not teach of a reservoir, Alia does teach a reservoir that is located at the 
closed end of the condom (Alia Fig. 2, 28). However, the design of the reservoir in Applicant's 
patent is significantly different and advantageous to that taught in Alia. Applicant's unique design 
includes a flange that has a hole in the middle, which funnels down toward the closed end of the 
condom. This flange works similar to that of a one-way valve, allowing bodily fluids to enter the 
reservoir, but prevents its escape and subsequent backflow. 

Therefore, because Applicant believes that previously presented claims 10 and 14, and 
currently amended claim 15, contain features or elements that are not disclosed, taught, or 
suggested in either Reddy or Alia, and that are not solely for design purposes, but rather provide 
useful functionality in regards to the use of the apparatus, Applicant believes that claims 1 0, 1 4, and 
15 are not obvious in light of any of the cited references and is now in condition for allowance. 

7. Generally, all of Applicant's claims are not disclosed, taught, or otherwise suggested in 
Reddy, Alia, or Schwartz. 

Applicant has built upon the prior art to create a condom that has superior features and 
functionality over the prior art. Even by combining Reddy, Alia, and Scwartz, a person of ordinary 
skill in the art would not create Applicant's superior condom. Having a semi-rigid thick-walled 
condom has not been taught, disclosed, or otherwise suggested in any of the prior art. The unique 
design of the condom allows for use with or without an erect penis, and can be secured and retained 
by either the active male wearer or the passive sexual partner. Prior art would not allow for a flaccid 
penis to be inserted into a condom, and then in turn be able to insert the condom into a sexual 
orifice. 
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Additionally, Applicant has filled a need where others have failed. The prior art has strived to 
create a universal, unisex condom that will protect each user of the condom. None of these 
condoms, however, could be inserted without the use of an erect penis or other device. Prior art has 
straps as a means of securing the condom to the active male partner, but these straps are bulky and 
condom where the exact same condom can be secured to the active male partner, or the passive 
sexual partner without any modification to the device. Application has also chosen a specific group 
of materials for the wall of the condom, and the prior art has never suggested using these specific 
biocompatible materials to create the wall of the condom. 

Finally, condoms, in some form or another, have been around for thousands of years, and were 
publicly demonstrated as early as the 1 5 th century. In terms of commercial success, it would make 
sense that an "obvious improvement" over existing patents and applications would result in modest 
* funding at best for its creator. However, in this case, Applicant has received substantial government 
funding to test and manufacture this device. Indeed, Mr. Resnic has obtained a grant for his 
condom from the NIH, which is an extremely prestigious acknowledgment of the uniqueness of his 
condom. 

Research for Resnic's condom was reviewed by the Center for Scientific Review at the National 
Institutes of Health (a copy of this review is attached as Exhibit 1). Resnic was awarded and 
received one of the highest awards (more than double) for a Phase I Research Study. 

In their opinion, as stated in their Summary Statement, 08/08/05, "This product would provide an 
alternative that would be stronger than latex condoms yet provide better sensation. It is highly 
significant in proposing to develop a condom that will potentially have a higher acceptance rate than 
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the latex condom. This product would provide an alternative that would be stronger than latex 
condoms yet provide better sensation. 

If successfully marketed, this new condom may improve condom acceptability among non-condom 
users. This product, if proven acceptable for human use could revolutionize the male condom 
with respect to enjoyment while providing protection from disease and pregnancy. It is clear that 

alternative products are needed to promote condom use, and the condom has the potential 

to enhance acceptance and use among those that engage in risky behaviors. Mr. Resnic's 
imagination and desire to provide more acceptable and user-friendly products for consumers is 
admirable." 

Mr. Resnic began a Phase 1 Study for clinical trials of the new condom on June 25, 2006, fully 
funded by the National Institutes of Health. This study will be followed by a larger Phase 2 Study to 
submit to the FDA for pre-market approval in 2008. 

The CSR committees at NIH included; 

meeting roster 

Center for Scientific Review Special Emphasis Panel 

CENTER FOR SCIENTIFIC REVIEW 

ZRG1 EMNR-E (10) B 

October 28. 2004 - October 29. 2004 
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CONCLUSION 

Applicant has addressed all of the objections and rejections raised by the Examiner. Attorney for 
Applicant certifies that the claims as amended introduce no new matter to the application. 
Attorney for Applicant has carefully reviewed the cited references, namely the Reddy, Schwartz, 
and Alia patents, and believes that the new claims presently on file in the subject application are 
patentably distinguishable with respect to the prior art. In view of the amendments to the 
disclosure and the remarks submitted herein, Applicant submits that all of the new claims of 
record are in condition for allowance and respectfully requests that a Notice of Allowance be 
issued in this case in due course. 

If it is felt for any reason that direct communication with Applicant's attorney would serve to 
advance prosecution of this application to allowance, the Examiner is invited to contact the 
undersigned, attorney of record in this case, Eric Hanscom, Esq., at one of the listed below numbers 
or at his below listed e-mail address. 

I certify that this paper adds no new matter 

Dated: July 31 , 2006 Respectfully Submitted, 

LAW OFFICES OF ERIC HANSCOM 

By 

Eric Hanscom 
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Eric Hanscom 

Law Offices of Eric Hanscom 
7395 Portage Way 
Carlsbad, CA 9201 1 
Telephone: (760)804-1712 
Facsimile: (760) 494-3014 
Email: Eric@Hanscom.com 

In their opinion, as stated in their Summary Statement, 08/08/05, " 
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CONCLUSION 



Applicant has addressed all of the objections and rejections raised by the Examiner. Attorney for 
Applicant certifies that the claims as amended introduce no new matter to the application. 
Attorney for Applicant has carefully reviewed the cited references, namely the Reddy, Schwartz, 
and Alia patents, and believes that the new claims presently on file in the subject application are 
patentably distinguishable with respect to the prior art. In view of the amendments to the 
disclosure and the remarks submitted herein, Applicant submits that all of the new claims of 
record are in condition for allowance and respectfully requests that a Notice of Allowance be 
issued in this case in due course. 

If it is felt for any reason that direct communication with Applicant's attorney would serve to 
advance prosecution of this application to allowance, the Examiner is invited to contact the 
undersigned, attorney of record in this case, Eric Hanscom, Esq., at one of the listed below numbers 
or at his below listed e-mail address. 

I certify that this response to the Office Action adds no new matter to the 
application. 

Dated: July 31 , 2006 Respectfully Submitted, 
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Eric Hanscom 

Law Offices of Eric Hanscom 
7395 Portage Way 
Carlsbad, CA 92011 
Telephone: (760)804-1712 
Facsimile: (760)494-3014 
Email: Eric@Hanscom.com 
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